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DETAILED ACTION 

Acknowledgement 

1 . This action is in response to the remarks filed on 1 July 2009. 

2. This Office Action is given Paper No. 20091 106. This Paper No. is for reference 
purposes only. 

3 . Claims 1 - 1 8 are pending. 

4. Claims 12-14 are withdrawn. See Election response filed on 24 March 2008 and 
acknowledgement in Office Action mailed on 16 April 2008. 

5. Claims 1-11 and 15-18 are examined below. 

Claim Objections 

6. Claims 15-16 are objected to because of the following informalities: 

a. Claim 15: Line 18 recites "a content ID and group ID", the Examiner particular 
points to the article "a" and "group ID" as used in the conjunction. It is understood 
"Group ID" is referencing "the group ID" from line 13; therefore, the phrase on line 18 is 
interpreted as "a content ID and the group ID." 

b. Claim 16: 

i. Line 3 recites "a connection decider" where the Original Specification 
does not support the term "decider" however it is understood by the Examiner as 
"a connection decision section" which is supported by the Original Specification. 
Remove "decider" and replace with "decision section" in order to stay consistent 
with the terminology presented in the Original Specification. 
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ii. Line 7 recites "a received" but is understood by the Examiner as "a 
receiver." 

7. Appropriate correction is required. 

Claim Rejections - 35 USC §101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

9. Claims 1, 9, and 15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. 

10. Regarding Claims 1, 9, 15-18: 

c. Claims 1,9, 15-18 recite a computer program only. "Computer programs claimed 
as computers listings per se, i.e., the descriptions or expressions of the programs, are not 
physical 'things.' They are neither computer components nor statutory processes, as they 
are not 'acts' being performed." MPEP §2106.01 I. Because the claims recite only 
abstractions that are neither "things" nor "acts," the claims are not within one of the four 
statutory categories of invention. 35 U.S.C. §101 defines four categories of invention 
that Congress deemed to be the appropriate subject matter of a patent: processes, 
machines, manufactures, and compositions of matter. Because the claims are not within 
one of the four statutory categories of invention, the claims are rejected under 35 U.S.C. 
§101. 

d. Applicants' original specification provides evidence where it expressly states: 
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iii. "The components of the content processing apparatus 10 are described. 
The data communication section 120, group registration section 130, list 
management section 140, certificate issuance section 150, distribution service 
utilization section 152, source ID application section 154, content processing 
section 160, ICV data management section 190, transfer control section and so 
forth described hereinabove may be formed, for example, as hardware having the 
functions described hereinabove, or may alternatively be formed by installing a 
program for implementing the functions described above into the content 
processing apparatus 10" (Specification p. 84-85, 158); 

iv. "It is to be noted that the data communication section 220, reproduction 
control type decision section 240, reproduction permission/inhibition decision 
section 242, reproduction execution section 244, title list production section 250, 
content selection section 252 and so forth described hereinabove may be 
configured, for example, as hardware having the functions described hereinabove 
or may be configured by installing a program , which causes a computer to 
implement the functions described hereinabove, into the content reproduction 
apparatus 20 " (Specification p. 1 16-1 17, If 222); and 

v. Lastly, "section" as presented in the independent claims are directed to 
functions from a program such as a software program are found in Figure 5 and 
Figure 10 where the original specification expressly states "FIG. 5 is a block 
diagram schematically show functions of the content processing apparatus" (p. 
20) and "FIG. 10 is a block diagram schematically showing functions of the 
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content reproduction apparatus" (p. 20) which differ by comparison from Figure 4 
and Figure 9 where the original specification expressly states "FIG. 4 is a block 
diagram schematically showing an example of a hardware configuration of a 
content processing apparatus according to the embodiment" (p. 19) and "FIG. 9 is 
a block diagram schematically showing an example of a hardware configuration 
of a content reproduction apparatus according to the embodiment" (p. 20). 

e. Because the claimed invention may be interpreted as software only, the claims are 
not within one of the four statutory categories of invention and are therefore rejected 
under 35 U.S.C. §101. 

Claim Rejections - 35 USC § 112, Second Paragraph 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

12. Claims 1-11, 15-18 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

f. Regarding Claim 1 : 

vi. The scope of the claim is directed to a content reproduction apparatus such 
as demonstrated in light of the drawing Figure 20 and specification; however, the 
claim exceeds the scope by including other items outside the embodiment of the 
content reproduction apparatus such as "a management server" and "a content 
distribution server." To a person of ordinary skill in the art, it would be indefinite 
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since the scope of the claim regarding the "apparatus" as stated in the preamble 
now includes a management server and a distribution server as a part of the 
content reproduction apparatus' embodiment. For purposes of examination, the 
Examiner's interpretation of the entire claim focuses on hardware features found 
only embodied within the content reproduction apparatus as depicted from Figure 
9 not for equipment external to the content reproductions apparatus' embodiment. 

vii. An indefinite limitation found on lines 5 and 7 recites "a content", and 
indefinite because a person of ordinary skill in the art would not be able to 
determine whether the transmitting and receive pertains to a different or same 
content. For purposes of examination and applying the prior art, the Examiner 
interprets the phrase on line 7 as a "different content." 

viii. An indefinite limitation found on line 9 recites "a reproduction 
permission/inhibitor decision section" and indefinite because the section is either 
set to permit or inhibit, not both. For purposes of examination and applying the 
prior art, the Examiner interprets the phrase as "a decision section." 

g. Claims 2-8 contain the same discrepancy as claim 1, thus are rejected in like 
manner. 

h. Claim 9: 

ix. The scope of the claim is directed to a content processing apparatus such 
as demonstrated in light of the drawing Figure 4 and specification; however, the 
claim exceeds the scope by including other items outside the embodiment of the 
content reproduction apparatus such as "a content reproduction apparatus", "a 
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management server", and "a content distribution server." To a person of ordinary 
skill in the art, it would be indefinite since the scope of the claim regarding the 
"apparatus" as stated in the preamble now includes a content reproduction 
apparatus, a management server, and a distribution server as a part of the content 
processing apparatus' embodiment. For purposes of examination and applying 
the prior art, the Examiner's interpretation of the entire claim focuses on hardware 
features found only embodied within the content processing apparatus as depicted 
from Figure 4 not for equipment external to the content reproductions apparatus' 
embodiment. 

x. "Connection decision section" on line 2 "connects to a content 
reproduction apparatus"; however, so does "a first communication section" as 
cited on lines 6-7. The two (2) sections present an indefinite limitation because 
one of ordinary skill in the art would not be able to determine which section 
actually connects to the content reproduction apparatus. The Examiner interprets 
the limitation by the two sections as "a connection verdict made by the connection 
decision section informs a first communication section to connect to the content 
reproduction apparatus." 

xi. "A first communication section" (line 6) and "second communication 
section" (line 11) both receive and transmit data. However, the claim does not 
recite language where interaction of these two (2) sections pass the content ID, the 
content, and the group ID. Further examination also finds indefiniteness according 
to lines 6-10, the first communication section receives the group ID and content 



Application/Control Number: 1 0/567,642 Page 8 - 2009 1 1 06 

Art Unit: 3621 

ID corresponding to content reproduced, but does not actually receive the content 
from the content reproduction apparatus. One of ordinary skill in the art would not 
find the content ID equivalent to the content, In other words, content ID is an 
identifier to identify the content and not considered the content where the content 
is the media file. It is further indefinite, how data received by the first 
communication section is delivered into the content storage section because the 
claim does not provide adequate interaction between these sections. In fact the 
first communication section only receives "the contents" (line 17) from the 
content storage section and in turn transmits the contents into the content 
reproduction apparatus (line 18). 

xii. Further analysis of the claim, on line 17, "the contents" according to the 
claim are not the same as the contents reproduced from line 9 because the 
contents reproduced are housed within the content reproduction apparatus. The 
content processing apparatus does not embody the content reproduction apparatus 
and therefore not the same apparatus. For this reason, "the contents" in the 
content storage section within the content processing apparatus are different 
content, thus lacks antecedent basis. 

i. Claims 10-11 contain the same discrepancy as claim 9, thus are rejected in like 
manner. 

j. Claim 15: 

xiii. The recited term "a permission/inhibitor decision section" is indefinite. In 
particular, "permission/inhibitor" is indefinite because it is an ambiguous and 
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confusing description of the a "decision section." To one of ordinary skill in the 
art would not be able to determine whether this section sole purpose is permit or 
inhibit use of content. 

xiv. "A content" is recited on line 7 and 9 and indefinite because a person of 
ordinary skill in the art would not be able to determine whether the transmitting 
and receive pertains to a different or same content. The Examiner interprets the 
phrase on line 9 as a "different content." 

xv. "Based on a group ID" is recited on line 12 and indefinite because one of 
ordinary skill in the art would not be able to determine whether "based" is 
matching or inputting the group ID. The Examiner interprets this phrase as 
"matching the Group ID." 

xvi. Analysis of the method provides indefiniteness on interaction between the 
"permission/inhibitor decision section" and the "content reproduction section" 
because the reproduction verdict made by the permission/inhibitor decision 
section is never delivered to the reproduction section. The action is not recited in 
the claim, thus indefinite because the reproduction verdict is not delivered to the 
content reproduction section, the content reproduction section will not reproduce 
content. 

xvii. Analysis of the method provides indefiniteness on interaction between the 
"content reproduction section" and "recording" step (lines 18-19) and the content 
storage section because the content reproduction section does not have interaction 
with the content storage section. The claim does not provide interaction among 
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these section, therefore it is indefinite because the step of submitting content, 
content ID, and group ID from the content storage section into the content 
reproduction section is needed to reproduce content, 
k. Claim 16: 

xviii. Analysis of the method provides indefiniteness on "the content ID" from 
the content distribution server. Antecedent basis for a content ID from the content 
reproduction apparatus has been established on line 4, but not for content ID from 
the content distribution server; therefore this limitation lacks antecedent basis. 

xix. Since claim 16 is parallel to claim 9 and directed to the content processing 
apparatus, it contains the same discrepancies as claim 9 thus rejected in like 
manner. 

1. Claim 17 is parallel to claim 1 and 15 and directed to the content reproduction 
apparatus, it contains the same discrepancies as claim 1 and 15 and rejected in like 
manner. 

m. Claim 18 is parallel to claim 9 and 16 and directed to the content reproduction 
apparatus, it contains the same discrepancies as claim 2 and 16 and rejected in like 
manner. 



Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

14. Claims 9-11, 16 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
2002/0085721 Al (hereafter Saneto). 

15. Claim 9: Saneto discloses a content processing apparatus (personal computer in Fig. 2), 
comprising: 

n. a connection decision section configured to decide whether to connect to a content 
reproduction apparatus which stores a group ID produced uniquely according to a user 
account when said content processing apparatus is registered in the user account in a 
management server flf 70-75 and Fig. 2; "content reproduction apparatus" corresponds 
to the portable device, and "management server" corresponds to the approval server in 
Saneto 's teaching. Since the content reproduction apparatus and the management server 
claimed by the applicant is outside the scope of the content processing apparatus, they 
bear no patentable weight); 

o. a first communication section configured to communicate with the content 
reproduction apparatus, when connection is decided by said connection decision section, 
the first communication section receiving a content ID corresponding to content 
reproduced by the content reproduction apparatus and the group ID stored in said content 
reproduction apparatus flf 70 and Fig. 2; this limitation corresponds to the personal 
computer receives ID and password from the approval server); 
p. a second communication section configured to communicate with a content 
distribution server, the second communication section transmitting the content ID and the 
group ID to the content distribution server which provides a content download service flf 
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71, 87 and Fig. 2; "content distribution server" corresponds to the EMD server in 
Saneto 's teaching; this limitation corresponds to the personal computer registers the ID 
and password with an ID management server and later on the ID and password are 
transmitted to the EMD server; Since the content distribution server claimed by the 
applicant is outside the scope of the content processing apparatus, it bears no patentable 
weight); and 

q. a content storage section for storing additional content corresponding to the 
content ID transmitted from said content distribution server and received through said 
second communication section, the contents stored in said content storage section being 
transmitted to said content reproduction apparatus through said first communication 
section fl| 84, 90, 236 and Figs. 2, 19; this limitation corresponds to the personal 
computer receives and stores requested content from the EMD server, the received 
content is transmitted to the portable device). 

r. (The examiner observes that a plurality of the sections are claimed by the 
applicant. Since these sections are software per se and all within the content processing 
apparatus, the examiner interprets all sections as the personal computer in Saneto 's 
teaching). 
16. Claim 10: Saneto discloses: 

s. wherein said second communication section receives reliability information 
corresponding to the group ID from said content distribution server (]f 85), and 
t. said first communication section transmits the reliability information received by 
said second communication section to said content reproduction apparatus flf 90). 
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17. Claim 1 1 : Saneto discloses: 

u. wherein said second communication section receives a reliable group ID from 
said content distribution server flf 85), and 

v. said first communication section transmits the received reliable group ID to said 
content reproduction apparatus flf 90). 

18. Claims 16 and 18 repeat the subject matter of claims 9-1 1 therefore rejected in like 
manner. 

Allowable Subject Matter 

19. Claims 1-8 and 15 would be allowable if rewritten or amended to overcome claim 
objections and rejections under 35 U.S.C. 101 and 1 12, 2nd paragraph, set forth in this Office 
action. 

20. In addition, amending Claim 17 to recite the identical limitations from Claim 1 results in 
a parallel claim, in turn will make it allowable. 

Claim Interpretation 

2 1 . The Examiner hereby adopts the following definitions under the broadest reasonable 
interpretation standard: 

w. Reproduce "vt. d : to present again." Merri am- Webster's Collegiate Dictionary , 
10 th Edition, Merriam- Webster Inc., Springfield, M.A., 1997. 
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Conclusion 

22. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to CALVIN K.S. CHEUNG whose telephone number is (571) 270- 
7041. The Examiner can normally be reached on Monday - Friday, 8:00a.m. - 5:00p.m., EST. 

23. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
Supervisor, Andrew J. Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

24. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CALVIN K.S. CHEUNG/ 
Examiner, Art Unit 3621 
6 November 2009 



/EVENS J. AUGUSTIN/ 
Primary Examiner, Art Unit 3621 



